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1. Claim 8 is objected to because of the following 
informalities: Claim 8 recites "ore" in line 3, which should 
apparently be ''or." Appropriate clarification and correction is 
required. 

2. The following is a quotation of the second paragraph of 35 
U.S.C. 112: 

The specification shall conclude with one or more claims particularly 
pointing out and distinctly claiming the subject matter which the applicant 
regards as his invention. 

3. Claims 2-7 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point 
out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 2 recites ''the mold cavity" in line 2 . There is no 
antecedent basis for this limitation in this claim, and as such 
there no relation between the mold cavity and the previously 
defined insert structures. This renders the claims indefinite. 

4. The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or 
a foreign country or in public use or on sale in this country, more than one 
year prior to the date of application for patent in the United States. 

5. Claims 1-5 and 11-18 rejected under 35 U.S.C. 102(b) as 
being anticipated by Korsch {U.S. Pat. No. 3,784,344). 

Initially it is noted that several of the claims of the 
instant application recite "means for" clauses. These elements 
have been interpreted as invoking 35 U.S.C. § 112, sixth 
paragraph, and thereby are limited to the corresponding 
structure described in the specification and equivalents 
thereof. In re Donaldson , 16 F.3d 1189, 1194, 29 USPQ2d 1845, 
1950 (Fed. Cir. 1994); MPEP § 2181. 

Claim 1 recites a "means for mounting" in line 6 . The 
specification of the instant application discloses a means for 
mounting as the projections described at H 18, or the retaining 
surfaces described at H 20 

Claim 3 recites a "means for fastening" at line 2 . 
Similarly, claim 10 defines a "means for fastening" at line 2. 
The specification of the instant application discloses the means 
for fastening as screws as described at H 18 . 

Claim 5 recites a "means for providing a substantially 
smooth surface" at line 1. The specification of the instant 
application discloses this means as a cap as described at H 19. 
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Korsch discloses a molding apparatus. The apparatus 
includes an insert (4) being sized and dimensioned to fit within 
a recess in the mold (see Figs. 1 and 2) . The insert includes a 
first surface having an area (5) thereon that is a complement of 
the structural feature to be imparted on the molded article. A 
means for mounting the insert in recess on the inner surface of 
the mold is provided. Specifically, the means for mounting 
includes projections (6) which fit within depressions in the 
inner surface of the mold cavity (see Fig. 1) . The projections 
comprise apertures for receiving screw fasteners (8) such that 
the screws are recessed with respect to a front surface of the 
projections when the insert is placed on the inner surface of 
the mold (see Fig. 2) . Note, this is equivalent to disclosed 
''means for providing substantially smooth surface" described in 
the instant application because it functions to provide the same 
smooth outer surface on the projection, while at the same time 
fastening the projection to the mold. See In re Bond , 910 F.2d 
831, 15 USPQ2d 1566 (Fed. Cir. 1990) (noting a structure can be 
found to be an equivalent when the structure performs the 
function specified in the claim in substantially the same manner 
as the function is performed by the corresponding element 
described in the specification) . 
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6. Claims 1, 8-10, 14, 15, and 18 are rejected under 35 
U.S.C. 102(b) as being anticipated by Chittenden et al. (U.S. 
Pat. No. 3,380,121) . 

Chittenden discloses a mold with replaceable inserts. As 
shown in Fig. 2, the mold has an inner surface defining a cavity 
(14) in which a molded article is formed. The inner surface has 
a recess adapted for receiving a mold insert (16) . The mold 
insert is sized and dimensioned to fit within the recess, and 
includes a first surface for forming the structural feature on 
the surface of the molded article (see Figs. 1 and 2) . 

Chittenden further discloses the mold insert (16) to 
include a means for mounting in the recess on the inner surface 
(14) of the mold (see Fig. 2) . The means for mounting comprises 
retaining surfaces and a retaining means (22 and 23) that 
engages the retaining surfaces (see Fig. 2) . More specifically, 
the retaining surface comprise a shoulder extending from the 
side of the mold insert, and the retaining means comprises 
retaining blocks (22 and 23) having surfaces that engages the 
shoulder (see Fig. 2) . The retaining blocks (22) include 
apertures for receiving a fastening means (24) . 

7. Claims 19-21 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in 
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independent form including all of the limitations of the base 
claim and any intervening claims. 

8 . Claims 6 and 7 would be allowable if rewritten to overcome 
the rejection(s) under 35 U.S.C. 112, 2nd paragraph, set forth 
in this Office action and to include all of the limitations of 
the base claim and any intervening claims. 

9. The following is a statement of reasons for the indication 
of allowable subject matter: 

The prior art of record fails to teach or suggest an insert 
with the combination of features defined in claim 6 or claim 19. 
The closest prior art disclosed by Chittenden and Korsch is 
described above. Chittenden and Korsch fail to teach or suggest 
a cap that fits within the aperture at the front end of the 
fastening means as defined in claim 6 . Chittenden and Korsch 
also fail to teach or suggest the insert's surface to comprise a 
plurality of hook-shaped cavities as defined in claim 19. 
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10. The following reference cited but not relied upon is deemed 
pertinent to the instant application: 

Kim et al- (U.S- Pat- No. 6,149,420) discloses a mold with an 
indicia forming changeable core. 

11. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Donald 
Heckenberg whose telephone number is (571) 272-1131. The 
examiner can normally be reached on Monday through Friday from 
9:30 A.M. to 6:00 P.M. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Duane Smith, can be 
reached at (571) 272-1166. The official fax phone number for 
the organization where this application or proceeding is 
assigned is (703) 872-9306. 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see <<http://pair-direct.uspto.gov>>. Should you have questions 



Appli cat ion/ Control Number: 10/786,436 Page 8 

Art Unit: 1722 

on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at (866) 217-9197 (toll-free) . 
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